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REMARKS 

Applicants respectfully request reconsideration of the present application in view of 
the foregoing amendments and in view of the reasons that follow. 

This amendment adds, changes and/or deletes claims in this application. A detailed 
listing of all claims that are, or were, in the application, irrespective of whether the claim(s) 
remain under examination in the application, is presented, with an appropriate defined status 
identifier. 

After amending the claims as set forth above, claims 5-15 are now pending in this 
application. 

Rejection under 35 U.S.C. S 112 

Claims 5-15 are rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite. 
The claims have been amended to overcome this rejection. Reconsideration and withdrawal 
of this rejection is respectfully requested. 

Rejection under 35 U.S.C, § 103 

Claims 5-15 are rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. 
Patent No. 5,548,404 to Kupershmidt et ah (hereafter "Kupershmidt") in view of U.S. Patent 
No. 5,381,233 to Chao et ah (hereafter "Chao"). This rejection is respectfully traversed. 

Kupershmidt discloses an ellipsometer 10 for measuring characteristics of a sample, 
such as film thickness and index of refraction. See Kupershmidt at col. 1, lines 19-31. The 
ellipsometer 10 includes two laser sources 22, 24 that provide laser beams Bl, B2 with 
different wavelengths XI, X 2. See Kupershmidt at col. 4, lines 28-33. 

However, as noted on page 4 of the Office Action, Kupershmidt does not disclose or 
suggest that films coated on inspection subjects have different thicknesses. Furthermore, 
Kupershmidt does not disclose or suggest inspection subjects having different film 
thicknesses, "wherein the inspection subjects to be measured are in a manufacturing line." 

Kupershmidt does not disclose or suggest that an operator would automatically set 
inspection conditions "by selecting the film parameters of the inspection subjects" which 
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have been obtained and stored, as recited in claim 5. Nor does Kupershmidt disclose or 
suggest an arithmetic device "configured to automatically calculate the predetermined 
inspection conditions on a basis of the film parameters set by the setting device," as recited in 
claim 8, or "automatically selecting optimum inspection conditions, wherein the inspection 
conditions are determined from a correlation of the inspection data to the stored film 
parameters," as recited in claim 1 1 . Therefore, Kupershmidt does not inherently or expressly 
disclose, or suggest, the automatic setting of inspection conditions, as recited in claims 5, 8, 
and 11. Applicant further notes that claims 5, 8, and 1 1 recite that the inspection conditions 
are the combination of a wavelength of the laser or light, an incident angle, and a polarization. 

Chao discloses a polarized light scatterometer that is capable of measuring the 
thickness of a film coated on a substrate with an ellipsometer. See Chao at col. 1, lines 7-10; 
col. 7, line 59, to col. 8, line 14. The Office asserts on page 4 of the Office Action that 
because Kupershmidt also discloses an ellipsometer, it would have been obvious to use an 
ellipsometer to measure film thickness as a film parameter of the inspection subjects to be 
measured in the inspection apparatus. However, as noted on pages 3-4 of the Office Action, 
neither Kupershmidt or Chao disclose or suggest the step or device that automatically sets 
inspection conditions on the basis of film parameters, such as film thickness. The Office 
argues that such a step or device would be well known but does not provide any support in 
the prior art for this argument. 

Chao does not disclose or suggest inspection subjects having different film 
thicknesses, "wherein the inspection subjects to be measured are in a manufacturing line." 
Nor does Chao disclose or suggest the automatic setting of inspection conditions, as recited in 
claims 5, 8, and 11. 

It would not have been obvious to one of ordinary skill in the art to have combined the 
teachings of Kupershmidt and Chao to provide all of the features of claims 5, 8, and 1 1 . A 
basic requirement of a prima facie case of obviousness is that a prior art reference, or prior art 
references when combined, must teach or suggest all of the claim limitations. See M.P.E.P. 
§§ 2143, 2143.03. The Office has not set forth a prima facie case of obviousness because 
Kupershmidt and Chao, alone or in combination, fail to disclose or suggest all of the features 
of claims 5, 8, and 1 1, as discussed above. Furthermore, a prima facie case of obviousness 
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cannot be made on the basis of Kupershmidt and Chao because these references fail to 
disclose or suggest all of the features of claims 5, 8, and 11. 

For at least the reasons discussed above, reconsideration and withdrawal of this 
rejection is respectfully requested. 

Conclusion 

Applicants submit that the present application is now in condition for allowance. 
Favorable reconsideration of the application as amended is respectfully requested. 

The Examiner is invited to contact the undersigned by telephone if it is felt that a 
telephone interview would advance the prosecution of the present application. 

The Commissioner is hereby authorized to charge any additional fees which may be 
required regarding this application under 37 C.F.R. §§ 1.16-1.17, or credit any overpayment, 
to Deposit Account No. 19-0741. Should no proper payment be enclosed herewith, as by a 
check or credit card payment form being in the wrong amount, unsigned, post-dated, 
otherwise improper or informal or even entirely missing, the Commissioner is authorized to 
charge the unpaid amount to Deposit Account No. 19-0741. If any extensions of time are 
needed for timely acceptance of papers submitted herewith, Applicant hereby petitions for 
such extension under 37 C.F.R. §1.136 and authorizes payment of any such extensions fees to 
Deposit Account No. 19-0741 . 



Respectfully submitted, 



Date 




FOLEY & LARDNER LLP Glenn Law 

Customer Number: 22428 Attorney for Applicant 

Telephone: (202) 672-5426 Registration No. 34,37 1 
Facsimile: (202) 672-5399 



WASH_241 3856.1 



-7- 



